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FLextume Sign Co., Inc. v. Oparire Sien Co. 
Same v. Min-Crry Execrricat Service Co. 
(292 Fed. Rep. 98) 
United States Circuit Court of Appeals, Seventh Circuit 
March 30, 1923 
Rehearing denied September 18, 1923 


Trape-Marks AND ‘TrapE-Names—Unrarr Competirion—“OPLex” AND 
“OPOLITE.” 
“Oplex,” used as trade-mark for opal glass, is not infringed by 
use of the word “opalite.” 
On appeal from the District Court of the United States for 
the Eastern Division of the Northern District of Illinois. 
From a decree for defendant in each case, plaintiff appeals. 
Reversed, with directions. 


Edward Rector and Comfort S. Butler, both of Chicago, Il., 
for appellant. 


Russell Wiles, of Chicago, Ill., for appellees. 


Before Baker, Evans, and Page, Circuit Judges. 


Evan A. Evans, Circuit Judge: Appellant instituted two 
suits to restrain the infringement of certain patents and to recover 
damages for unfair competition. It also sought to restrain the in- 
fringement of its trade-mark “Oplex.” The two suits, though sep- 
arate, were tried together in the District Court, both defenses 
being conducted by the Opalite Sign Company. We will dispose 
of both in one opinion. 

The infringement of three patents was charged in the com- 
plaint, but only two are here urged, No. 1,146,910 and No. 1,224,- 
258, both to Wiley and Hough. The former is a process patent, 
while the latter covers a product. Both patents were held invalid 
by the District Judge, who also found the process patent was not 
infringed. 


(Nore: The portion of the decision dealing with the patent infringe- 
ment is omitted. Ed.) 
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Appellant adopted as its trade-mark “Oplex.” For many years 
this name has been used by it, and the Patent Office on December 
16, 1913, issued its certificate of registration. Appellee selected 
as its advertising word “Opalite,” and adopted the corporate name 
the “Opalite Sign Company.” One can hardly escape the impres- 
sion that appellee’s entry into this field, its adoption of this name, 
and its manufacture of appellants’ patented product, were not in 
good faith. The District Court, however, has restrained certain 
of its unfair and unworthy practices, and we are called upon to de- 
termine whether “Opalite” infringes “Oplex.” The District Judge 
said: 

“The evidence disclosed that opal glass and opalescent were well- 
known descriptive terms for certain kinds of glass. In any event, ‘Opalite’ 
does not infringe upon plaintiff’s trade-mark ‘Oplex.’” 

Without elaborating upon the reasons that support such a con- 
clusion, we will conclude by saying that we are in accord with the 
views reached by the District Court, and that no infringement of 
the trade-mark is shown. This view is confirmed by the fact that 
complainant was unable to show any case of confusion in the trade. 


* * * The decree is reversed. * * * 





Brown GaraGeE Co. v. Brown Auto & Supp.ty Co. 


(195 N. W. Rep. 514) 
Supreme Court of Iowa 
November 13, 1923 


Trape-Marks AND TrapE-NamMes—UwNFair ComMPETION—EXTENT oF Pro- 

TECTION. 

Where a trade-name has been promulgated to the public through 
expensive advertising, it will be protected against infringement by other 
persons in the same business to such an extent as is consistent with a 
fair consideration of the rights of such other persons. 

Trape-Marks AND TrapE-Names—Unrair Competirion—‘Brown GARAGE” 
ano “Brown Service”—Ricur to Use Own Surname—AppEeAL— 
AFFIRMAL. 
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Where plaintiff, whose principal shareholder was named Brown, 
operated a garage business under the corporate name of Brown Ga- 
rage Company, in the advertising of which large expenses were incurred, 
it could not restrain defendant, whose principal shareholders bore the 
same name, from engaging in the same business in the same block 
under the corporate name of Brown Auto & Supply Company, and 
from disclosing to the public the nature of their business, by use of 
the word “Service” over their corporate name, provided they did so 
in good faith, without applying to themselves the identifying trade- 
name of plaintiff. 

In equity. Action for unfair competition. Appeal from deci- 


sion granting partial relief. Affirmed. 


Ralph Orwig, of Des Moines, Ia., for appellant. 
Thos. J. Guthrie and Arthur T. Wallace, both of Des Moines, 
Ia., for appellee. 


Evans, J.: The parties are corporations respectively engaged 
in the business indicated by their corporate names. Both have been 
engaged in such business in the same general vicinity in Des Moines 
for several years, and some confusion has been inflicted upon their 
respective customers because of their similarity of name and of 
their proximity of location. The principal owner of the plaintiff 
corporation is E. W. Brown; that of the defendant corporation is 
John F. Brown, together with his wife, Anna Brown. The plaintiff 
entered the business in 1914; whereas the defendant entered the 
same in 1917. The relative location of the respective plants has 
its importance, and may be briefly indicated as follows: Grand 
avenue and Chestnut streets run parallel east and west; the former 
lying to the south of the latter. Fourth street intersects both of them 
substantially at right angles. At the northwest corner of the inter- 
section of Fourth and Chestnut streets is located the Brown Hotel, 
which is owned and operated by a hotel company of which E. W. 
Brown is the principal owner. The entrance to this hotel faces 
south upon Chestnut street. Across Chestnut street, and somewhat 
further west than the Brown Hotel, is located the Brown Garage. 
The entrance to this garage faces north on Chestnut street. This 


entrance is in a southwesterly direction from the entrance of the 


hotel. The Brown Hotel and Brown Garage Company have catered 
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largely to the same trade and have been closely associated together 
in their advertising publicity. Large expense has been incurred 
in acquiring such publicity. The purpose of such joint publicity 
has been to offer the garage facilities of the Brown Garage Com- 
pany to all patrons of the hotel and vice versa to offer all hotel facil- 
ities to the patrons of the Brown Garage Company. A large business 
with its ensuing good-will has been thus mutually built up by these 
associated enterprises. 

In 1917, John Brown and his wife entered the same line of 
business in that city block, the northwest corner of which is the 
southeast corner of the intersection of Fourth and Chestnut streets. 
They also opened their garage under the name of “Brown Auto & 
Supply Company.” This garage was on the south side of the block 
and in the west half thereof, and faced upon Grand Avenue. They 
continued in business in this location for the period of three years, 
and they also built up a large and valuable business. No complaint 
is made of any unfair competition or wrongful use of the trade- 
name while the defendant occupied such location. In 1920, the 
defendant was incorporated under the name herein indicated. Its 
principal owners were John and Anna Brown, husband and wife. 
In that year they acquired for their corporation a 99-year lease on 
a lot or lots in the same half block and on the westerly side thereof. 
Upon this ground they constructed a commodious building at an 
expense of over $80,000. This building fronted west upon Fourth 
street and was nearly midway between Grand avenue and Chestnut 
street. The defendant caused to be displayed upon its entrance and 
upon its front windows its corporate name. It also displayed there- 
with in large letters the word “Garage.” Thereupon the plaintiff 
challenged the right of the defendant to display any sign which 
should contain both the word “Brown” and the word “Garage.” 
Considerable negotiation ensued between the parties both before suit 
and pending the same. Upon the commencement of suit, plaintiff 
obtained a temporary injunction against the defendant, enjoining 
it from displaying a sign which should associate these two names. 


In obedience to this injunction, the defendant first eliminated the 
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name “Brown.” Later it restored the name “Brown” but elimin- 
ated the word “Garage.” It thereafter displayed upon its windows 
and upon its entrance its corporate name. Over its entrance and 
underneath its corporate name, it displayed in large letters illumi- 
nated at night the word “Service.” This was the form of its display 
at the time of the trial in the district court. The position of the 
plaintiff at the trial below was that the use of the word “Service” 
in lieu of the word “Garage” was a mere evasion of the temporary 
injunction, and that the use of such word was misleading and as 
unfair as was the use of the word “Garage,” because the two 
words meant substantially the same thing. It contended for a de- 
cree which should forbid the use of the word “Service” as well 
as of the word “Garage.” The trial court entered a decree conform- 
ing to the temporary injunction, but declined to condemn the use 
of the word “Service” by the defendant. Because of such refusal 
the plaintiff appealed, and the real question before us is narrowed 
down to this issue. The court found that there had been no fraud 
or sinister purpose on the part of the defendant in its advertising 
display. The record abundantly sustains this finding. It is doubt- 
less unfortunate for the individuals in interest that, carrying an 
identical name, they should be engaged in the same business in close 
proximity. We deem it clear, however, that such a situation has 
not been brought about by any ulterior purpose. The plaintiff 
quite concedes the general rule that every person has a right to use 
his own name in his own business, provided that it is done honestly 
and without ulterior purpose to deceive the public, and thereby to 
divert the trade intended for his competitor. Brown Chemical Co. 
v. Meyer, 189 U. S. 540, 11 Sup. Ct. 625, 35 L. Ed. 247; Singer 
Sewing Machine Co. v. June, 163 U. S. 185, 16 Sup. Ct. 1002, 41 
L. Ed. 118; Howe Scale Co. v. Wyckoff, 198 U. S. 119, 25 Sup. Ct. 
609, 49 L. Ed. 972; Hazelton v. Hazelton, 142 Ill. 494, 80 N. E. 
339. 

The appellant challenges the right of the defendant to use the 
word “Service” in its sign, on the ground that it violates the spirit 


and intent of the injunction in that it signifies substantially the 
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same thing as “Garage.” True, it does so signify. Whether it is 
an evasion or not depends upon the nature of the right of the plain- 
tiff. If the plaintiff has the right to forbid the defendant from dis- 
closing in any manner to the public the real nature of its business 


or from disclosing to the public that it is engaged in the business, 


often and perhaps usually designated as a garage business, then the 


display of the word “Service” is an evasion. On the other hand, if 
the right of the plaintiff is to maintain its identity in the public 
mind, and for that purpose to maintain inviolate its peculiar trade- 
name, “Brown Garage,” as a differentiation between it and any other 
“Brown” engaged in the same business, then the use of the word 
“Service” is not an evasion and is not a violation of any right of 
the plaintiff. This latter is the nature and measure of plaintiff's 
right. The trade-name is the identifying mark. It has been pro- 
mulgated to the public through expensive advertising. It will be 
protected against infringement by other persons in the same business 
to such an extent as is consistent with a fair consideration of the 
rights of such other persons. If the rule were otherwise, the plain- 
tiff could establish a monopoly of the garage business as against all 
“Browns” by the mere adoption of its trade-name. By the use of 
the comprehensive word “Garage’’ as its trade-name, it would occupy 
the entire highway of automobile commerce so far as upkeep is 
concerned. 

The right of the plaintiff to its trade-name does not forbid the 
defendant from engaging in business in its own name and from dis- 
closing to the public the nature of its business, provided that it does 
so in good faith, without applying to itself, either directly or cov- 
ertly, the identifying trade-name of the plaintiff. 

Such was the holding of the trial court, and we are content 
therewith. The decree below is accordingly affirmed. 


Preston, C. J., and Arruur and Favitte, JJ., concur. 
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GessLeR Vv. Erwin Co. ET AL. 
(193 N. W. Rep. 363) 


Supreme Court of Wisconsin 
May 1, 1923 
Y dts 


Trape-Marks AND TrapE-Names—Uwnrair Competition. 

Though a trade-name used by a licensee in selling a patented 
article in foreign countries was an infringement in the United States 
of third person’s trade-name, where the licensee was the first to enter 
the foreign field his rights were therein paramount to those of one 
acquiring the third person’s rights. 

Trape-Marks AND ‘Trape-Names—Unrair Competirion—Ricur  De- 

PENDS ON Priortry or AcruaL Use 1n Given Locanrry. 

A trade-mark right is not a right in gross, and the right to its 
exclusive use depends upon its actual use in any locality, and priority 
of use outweighs priority of invention. 

Trape-Marks AND ‘TrapE-Names—Unratr Competirion—ONeE SELLING 

Onty IN Foreign Countries Nor Concernep with CONFUSION 

IN Unirep States FROM SIMILARITY OF NAMES. 

One having license to sell a patented article in foreign countries was 
not concerned with any confusion arising in the United States, where 
his license was not effective, because of a similarity of the trade-name 
under which the article was sold with that of a third person. 


RosenBerry, J., dissenting. 


In equity. Action for unfair competition. Appeals from a 
judgment granting plaintiff insufficient relief. Reversed and re- 


manded. 


The complaint in this action consists of three causes of action 
upon each of which plaintiff seeks specific relief in equity. 

In the first cause of action it is alleged that on April 4, 1916, 
plaintiff and the defendant the Erwin Company, hereafter called 
Erwin Company, entered into a written contract whereby the Erwin 
Company granted to plaintiff for a period of five years the exclusive 
right to manufacture and sell in countries other than the United 
States a portable fire extinguisher described in letters patent owned 
by the Erwin Company, together with all the improvements upon the 
extinguisher or the process used in connection therewith, upon cer- 
tain terms and conditions set forth in the contract; that thereafter 
the Erwin Company made a similar contract with the Erwin Man- 
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ufacturing Company, except that that company was prohibited from 
making extinguishers in the United States for shipment to or sale 
in any foreign country; that plaintiff entered upon performance of 
the contract, that at a meeting of the stockholders of the Erwin 
Company on July 26, 1918, it was attempted to cancel plaintiff's 
contract, and a notice of such attempted cancellation was mailed to 
plaintiff on July 29, 1918. 

It was further alleged that subsequent to such notice the Erwin 
Company refused to deliver to plaintiff orders.and inquiries from 
jobbers pertaining to the shipment of extinguishers to countries 
other than the United States, made sales and permitted others to 
make sales of fire extinguishers without the United States, and 
fraudulently attempted a cancellation of plaintiff's contract. 

Plaintiff asked judgment against all the defendants declaring 
the contract to be in full force and effect and that the defendants 
Erwin Company and Foamite Firefoam Company specifically per- 
form the contract. 

The second cause of action incorporated all the allegations of 
the first cause of action, and in addition alleged that in fraud of 
plaintiff's rights the Erwin Company, the Erwin Manufacturing 
Company, and O. R. Erwin made representations to the MacAn- 
drews & Forbes Company and others that plaintiff’s contract had 
been canceled and terminated; that in November and December, 
1918, the Erwin Company entered into contracts with the MacAn- 
drews & Forbes Company, the Erwin Manufacturing Company, and 
O. R. Erwin whereby it attempted to transfer to the defendant 
Foamite Firefoam Company all its right, title, and interest in and 
to the letters patent enumerated in plaintiff's contract free and clear 
from the rights and benefits of plaintiff under the contract; that 
the Foamite Firefoam Company refused to carry out the terms of 
the contract and breached them by representing to the trade that 
plaintiff had no right to manufacture or sell the fire extinguisher 
covered by the patents, and by making sales of the extinguishers in 
foreign countries in fraud of plaintiff’s rights. 

The relief demanded was that defendants be enjoined from 
interfering with plaintiff in carrying out his contract, for an account- 
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ing to determine the amount due plaintiff from the Foamite Fire- 
foam Company because of sales made in fraud of plaintiff's rights, 
and for a money judgment for the amount ascertained to be due. 

In the third cause of action the allegations of the first cause 
of action were repeated, and it was further alleged that O. R. Er- 
win was at all times an active officer of both the defendant Erwin 
Company and the Erwin Manufacturing Company; that it was the 
practice of plaintiff, with the knowledge of the Erwin Company, to 
purchase a large portion of the extinguishers sold by him in foreign 
countries from the Erwin Manufacturing Company; that the Erwin 
Manufacturing Company, knowing of plaintiff's contract with the 
Erwin Company, failed and refused to refer to plaintiff orders and 
inquiries received by it for extinguishers to be sold and shipped to 
foreign countries; and that such failure and neglect by the Erwin 
Manufacturing Company was with the knowledge and consent of 
the Erwin Company; and that the Erwin Manufacturing Company 
with the knowledge and consent of the Erwin Company breached 
plaintiff's contract by accepting orders for extinguishers for ship- 
ment to countries other than the United States. 

The relief asked was that an accounting be ordered to deter- 
mine the amount due plaintiff from the Erwin Company and the 
Erwin Manufacturing Company by reason of the above sales in 
foreign countries, and for a money judgment against the two com- 
panies for the amount ascertained. 

The contract referred to recited that the Erwin Company was 
the owner of certain patents for improvements in the process of ex- 
tinguishing fires and the owner of a portable extinguisher made in 
various sizes and described by the name of “Erwin Fire Extinguish- 
er’ and “Firefoam’’; and that patents for the invention had been 
issued in certain foreign countries; that in consideration of mutual 
covenants contained in the contracts, it was agreed: 

The relief asked in the counterclaim was that plaintiff be res- 
trained from offering for sale or representing that he had a right 
to sell any fire extinguishers in connection with the name “Fire- 
foam,” and that the Foamite Firefoam Company be awarded dam- 
ages because of plaintiff’s infringement. 
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The Erwin Company, the Erwin Manufacturing Company, and 
O. R. Erwin filed answers substantially the same as that pleaded 
by the Foamite Firefoam Company. 

The suit was commenced on March 4, 1919. On May 8, 1920, 
the court handed down tentative, unsigned findings of fact. 

It was further found that about September 1, 1914, predecessors 
in title of the Foamite Firefoam Company originated and adopted 
as a trade-mark the term “Foamite” and began its use publicly in 
the United States and in foreign countries; that this trade-mark be- 
came the property of the defendant Foamite Firefoam Company 
shortly after its incorporation, and that before the commencement 
of this action it was used and owned by that company; that the 
word ‘“Firefoam” was invented by the Erwin Company and the 
Erwin Manufacturing Company about the year 1916, and was used 
as a trade-mark extensively by them, and considerable money was 
spent by said companies in advertising; that pursuant to the con- 
tracts made in November and December, above mentioned, the F’oam- 
ite Fire Extinguisher Company, on January 6, 1919, transferred to 
the Foamite Firefoam Company all its rights to said trade-name 
‘“Foamite,”’ and that on January 3, 1919, the Erwin Company and 
the Erwin Manufacturing Company assigned to the Foamite Fire- 
foam Company all their rights to the trade-mark “Firefoam,” but 
that the plaintiff had never made any such assignment. 

On July 6, 1922, the court filed final findings of fact. In ad- 
dition to those contained in the tentative findings, it was found, 
in substance, that plaintiff had in no wise carried out or performed 
the contract in suit since December 17, 1918; that confusion had 
arisen because of the use by plaintiff of the trade-name “Firefoam”’ 
and the use by defendant of the trade-name “Foamite’”’; and that 
plaintiff was entitled to an accounting from the defendants Erwin 
Company and Erwin Manufacturing Company for damages due 
him on sales made by defendants of extinguishers in countries other 
than the United States from April 4, 1916, until December 17, 1918, 
less the royalties due defendants Erwin Company under the con- 
tract. 
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The judgment provided that the contract was terminated by 
the notice of July 25, 1920; that plaintiff had no right to use the 
trade-name “Firefoam” in any way relating to fire extinguishers; 
that plaintiff be enjoined from so using the name; that the defend- 
ants recover nothing for alleged trade-mark infringement; and that 
a referee be appointed to compute the damages due plaintiff. 

Plaintiff appealed from the judgment, and defendants filed a 
cross-appeal. 


Rose & Sloan (George A. Gessner, all of Milwaukee, Wis., 
of counsel), for appellant. 

Lawrence A. Olwell, of Milwaukee, Wis., and A. H. Burroughs 
and H. L. Brown, both of New York City (Charles Hallet 


White, of New York City, of counsel), for respondents. 


Jones, J. (after stating the facts as above): We are satis- 
fied that the finding of the trial court that the plaintiff used such 
diligence as was required by the contract up to the time of the 
notice of July 29, 1918, was abundantly supported by the evidence. 
We shall not detail at any length the testimony upon which this 
finding was based. The testimony shows that soon after the execu- 
tion of the contract the plaintiff began an extensive system of ad- 
vertising in Europe, the Orient, and South American countries. He 
sent letters and circulars to between 400 and 500 American consuls 
soliciting information and assistance. He also corresponded with 
commercial attaches, and it appears from the voluminous record that 
these correspondents freely responded giving the names of firms 
which might become customers. Other lists were obtained from 
export houses and chambers of commerce in various foreign cities. 
This information was followed up by letters and circulars sent to 
those who might be prospective customers. The plaintiff’s work 
was interfered with until May, 1917, because the Erwin Company 
and the Erwin Manufacturing Company could not furnish salable 
extinguishers. 

Arrangements for manufacture abroad were not consummated 


owing to the peculiar conditions due to the war, such as the lack of 
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labor and inability to get raw material for the manufacture of steel. 
In some instances foreign governments would not permit labor or 
raw material to be used outside of war work unless it was necessary. 
The French government would not permit the importation of fire ex- 
tinguishers during the war. In some instances, owing to war con- 
ditions, orders from foreign countries could not be filled for nearly 
two years. 

During all this period no complaint or criticism was made by 
the Erwin Company. It was kept fully apprised of the situation 
and knew the difficulties under which the plaintiff was operating. 
The undisputed testimony shows that the president of the Erwin 
Company suggested and consented that certain payments and a 
report which the plaintiff was willing to make be deferred until 
after his vacation and that during his vacation and absence in July, 
1918, without giving the notice to which he was entitled as a stock- 
holder, a meeting was held and the notice relied on as a termination 
was directed to be given. Under these circumstances, the recitals 
in the notice of termination were so grossly untrue that the inference 
is irresistible that the Erwin Company had different reasons from 
those assigned for seeking to terminate the contract. 

In the judgment following the findings of fact and conclusions 
of law it was adjudged that the contract of April 4, 1916, was ter- 
minated as of July 25, 1920; that the rights of the plaintiff therein 
except the right to an accounting ceased to exist as of July 25, 1920, 
and that the plaintiff has no right to the use of the word “Firefoam”’ 
as a trade-mark or in any connection with his trade-name as relating 
to fire extinguishers; and that he be perpetually enjoined from 
exercising any of the rights granted by the contract and from using 
the word “‘Firefoam” as a trade-mark or in connection with his trade- 
name as relating to fire extinguishing devices. 

This judgment was based on the ground that plaintiff had 
abandoned the undertaking since December 17, 1918. We have 
found that there was no such abandonment by the plaintiff of his 
rights, and that he was excused after that period from carrying on 
operation under the contract by the conduct of the defendants. We 


therefore conclude that the judgment to the effect that the contract 
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was so terminated and that the plaintiff be enjoined from continu- 
ing sales cannot stand. 

Although the court made no specific finding on the question 
whether plaintiff by his operations in foreign countries infringed on 
the trade-name rights of the Foamite Firefoam Company, the issue 
was raised and argued by the respective counsel and decided ad- 
versely to the plaintiff. 

The Foamite Firefoam Company acquired all the property 
and rights of the Erwin Company. This included, according to 
their contracts, the foreign rights for the sale of “Firefoam,” but 


these rights were covered by Gessler’s contract and were subject 


thereto. Thus the Foamite Firefoam Company acquired from the 


Erwin Company no rights which had been contracted to Gessler, 
and by virtue of that contract the Erwin Company could sell 
nothing but the domestic rights in “Firefoam.” 

Gessler entered the foreign field in 1917 in good faith, and 
had expended money and labor and established a promising trade. 
The Foamite Firefoam Company and its predecessors made no con- 
certed effort to get foreign trade until January, 1919. Hence the 
rights of Gessler were paramount to those of the Foamite Firefoam 
Company. His rights were not affected, even though, in the United 
States, “Firefoam” was an infringement of “Foamite.” A _ trade- 
mark right is not a right in gross. The right to its exclusive use de- 
pends upon its actual use in any locality, and priority of use out- 
weighs priority of invention. 

“The adoption of a trade-mark does not, at least in the absence of 
some valid legislation enacted for the purpose, project the right of protec- 
tion in advance of the extension of the trade, or operate as a claim of ter- 
ritorial rights over areas into which it thereafter may be deemed desirable 
to extend the trade.” United Drug Co. v. Rectanus, 243 U. S. 90, 98, 39 
Sup. et: 18, 51 (63 I | d. 141) [9 a: M. tep. 1]; Hanover Star Millina (Co. 
v. Allen & Wheeler Co. 208 Fed. 513, 125 C. C. A. 515, L. R. A. 1916D, 
136 [3 —.. ae tep. 521] Thomas G. Carroll & Sons Co. v. Melilvaine & 
Baldwin Inc. ( C. C.) 171 Feb. 125; Columbia Mill Co. v. Alcorn, 150 U. S. 


463, 14 Sup. Ct. 151, 37 L. Ed. 1144; Nims, Unfair Competition (2d Ed.) 
412, 


Since Gessler’s rights were paramount in foreign countries, the 


sales by the Foamite Firefoam Company were infringements. 
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The court found that some confusion had arisen because of 
the use by plaintiff of the trade-name “Firefoam’” and the use by 
defendant Foamite Firefoam Company of the trade-name “‘Foamite”’. 
Plaintiff was not concerned with any confusion which arose within 
the United States, since his license was not effective there. Defend- 
ants showed no instance where there had been confusion of names 
in foreign countries subsequent to the consolidation, and if they 
had, it would have only tended to prove that plaintiff's, and not de- 
fendant’s, rights were threatened. 

To this conclusion the court added that it would be inequitable 
to award to plaintiff profits upon sales made by defendant Foam- 
ite Firefoam Company after December 17, 1918. We hold that 
plaintiff is entitled to an accounting with the Foamite Firefoam 
Company for sales made by it in foreign countries after December 
M7; 1938. 

Judgment reversed, and cause remanded for further proceedings 
in accordance with this opinion. 

RosensBerryY, J., dissenting. 

[Nore: We have selected from this opinion, so far as possible, only 


such portions as relate to the question of trade-mark rights and unfair 
competition between the parties. Ep.] 


Tue Coca-Cota Company v. Sitver Rop Srores, Inc. 





United States District Court, Eastern District of New York 





November 14, 1923 


Trape-Marks AND Unrair Competirion—“Coca-CoLra”’—“Passing Orr’— 

PRELIMINARY INJUNCTION. 

Defendant which sold to customers who asked for “Coca-Cola” a 
syrup which was not “Coca-Cola,” but an imitation thereof, will be 
restrained from further acts of the kind during the pendency of the 
proceeding, but will not be prevented from properly carrying on its 
business. 

SaME—SAME—SAME—AMOUNT OF SECURITY. 

In the case at issue, plaintiff was not required to give security in 

excess of one thousand dollars. i 
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In equity. Suit for unfair competition. Preliminary injunc- 


tion granted. 


Harry D. Nims, of New York City, for plaintiff. 
Lippman & Sachs, of New York City, for defendant. 


CampBeLL, J.: I have carefully examined the affidavits filed 
by the plaintiff and the defendant and find that in my opinion the 
plaintiff has, for the purposes of this motion, sustained its charge 
that the defendant, through its agents or servants, sold to Sam 
Friend and other affiants, when they requested Coca-Cola, a syrup 
which was not Coca-Cola but an imitation thereof. 

I further find that the plaintiff is entitled to be protected in 
the use of the name Coca-Cola for the beverage manufactured by it. 

I further find that the plaintiff is a corporation organized under 
the laws of the State of Delaware, and the defendant is a corpora- 
tion organized under the laws of the State of New York, that the 
plaintiff alleges damages in a sum in excess of three thousand dol- 
lars, and that there is nothing to show that this allegation is not 
made in good faith, or that the plaintiff will be unable to prove on 
the trial damages in excess of that sum, and therefore this court has 
jurisdiction of this action because jurisdiction is determined by the 
value of the right to be protected or the extent of the injury to be 
prevented by injunction. Humes v. City of Ft. Smith, 93 Fed. 857. 

I further find that the plaintiff will suffer irreparable damage 
if the defendant sells as Coca-Cola an imitation of the plaintiff’s 
product, and that therefore the defendant should be restrained dur- 
ing the pendency of this action from doing the acts enumerated in 
the notice of motion served herein, or any of them. 

Defendant claims that it has not sold and does not intend to 
sell under the name of Coca-Cola anything but the plaintiff’s gen- 
uine product, and therefore the defendant will not be prevented 
from properly carrying on its business, and plaintiff should not be 
required to give security in excess of one thousand dollars. 

The injunction will be granted during the pendency of this 
action, in the manner and form set forth in the notice of this motion, 
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upon the plaintiff giving approved security in the sum of one 
thousand dollars. 


[Nore: The defendant corporation conducted a chain of retail drug 
stores in New York City. Eb.] 





YeELLow Cas MANUFACTURING Co. v. CHECKER CaB MANUFACTUR- 
ING CoRP’N ET AL. 
(N. Y. Law Jour. Nov. 30, 1923) 


New York Supreme Court 
November 28, 1923 
3 


Trape-Marks—TirLt—E—-WHEN ASSIGNABLE. 

There can be no title to a trade-mark apart from the good-will of 
the business in which it is used, and an assignment without a transfer 
of the business is inconsistent with the theory upon which the value of a 
trade-mark depends. 

Trape-Marks—DEFINED—DISTINGUISHED FROM MERE SYMBOL OF SERVICE. 

A trade-mark is something used to indicate the origin or owner- 
ship of an article and is only applicable to a vendible article of mer- 
chandise to which it is affixed. Where a cab operating company used 
the word “checker” in connection with its business, such word was not 
a trade-mark, although registered under a state law, but was rather 
an emblem of service. 

Trape-Marks—Tirte Acautrep BY Apoprion—INFRINGEMENT—PROOF OF 

Deceprion Not REQUIRED. 

A single use, not casual, with circumstances indicating an intention 
to continue that use is sufficient to claim title; and it is no answer to 
the infringement of a trade-mark that there is failure to show that 
any person has been deceived by the similarity of design. 

Trape-Marxs—Score or Prorection—Recionau Use. 

The fact that a cab operating company in Chicago, has a prior right 
to the mark in Illinois, does not excuse plaintiff in its appropriation of 
the good-will created in the State of New York by defendent’s advertis- 
ing and business activities. 


Ingraham, Sheehan & Moran (Samuel F. Moran, John D. Mon- 
roe and Carl A. Rood of counsel), all of New York City, 
for plaintiff. , 

Abraham M. Grill (J. Schechter and John L. Lotsch of coun- 

sel), all of New York City, for defendants. 
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In equity. Action by plaintiff, and cross-suit by defendants, 
both alleging unfair competition. Injunction denied plaintiff, but 


granted to defendant, Checker Cab Manufacturing Corporation. 


Conatan, J.: The plaintiff sues to restrain the defendant 
from manufacturing and selling taxi-cabs having a border of check- 
ers of contrasting colors around the tonneau of the cab and a checker 
emblem on the side. The defendant the Checker Cab Manufactur- 
ing Corporation in addition to denials seeks similar relief against 
the plaintiff by way of counterclaim. The plaintiff claimed that it 
had adopted these insignia as a trade-mark prior to their adoption 
or use by any other person or corporation in connection with the 
manufacture and sale of taxi-cabs. The defendant Checker Cab 
Manufacturing Corporation claims these markings as its common 
law trade-mark to designate the goods manufactured, sold, marketed 
or used by it and its predecessors in interest and to distinguish such 
goods from those manufactured, marketed, sold or used by others. 
It claims unfair competition on the part of the plaintiff. Neither 
party is in court under any certificate of registration with the secre- 
tary of state, though each had such a certificate filed in the late 
months of 1922. Both were canceled a short time thereafter by the 
secretary of state. The parties are now before the court on their 
common law rights. 

There are four defendants, two of whom it is unnecessary to 
consider at any length in the present decision. They are only oper- 
ators of cars. The remaining two will be designated herein as the 
defendant, except where the occasion requires their separate desig- 
nation. These two defendants have the same name. One is a Dela- 
ware corporation which after the commencement of this action and 
in so far as the present matter is concerned merged in the other—a 
New Jersey corporation. 

Prior to the trial a motion was made by the plaintiff for a 
preliminary injunction. This was opposed by the defendant, which 
sought the same relief. A preliminary injunction was refused to 
the plaintiff and granted to the defendant. The order entered there- 
on was sustained by the Appellate Division of this court. 












470 THIRTEEN TRADE-MARK REPORTER 


It may be noted here that the controversy is between manufac- 
turers and that neither of the parties is an operator. 

The plaintiff withdrew its claims at the end of the trial. It 
conceded that it had no trade-mark rights in the checker design. It 
follows, therefore, that the defendant’s motion to dismiss the com- 
plaint, on which the court reserved decision, should be and is here- 
by granted. It remains only to decide on the counterclaim of the 
defendant. 

Shortly prior to 1921 certain chauffeurs and taxi operators in 
the City of Chicago organized a local service corporation called the 
Checker Taxi Company of Chicago. At this time the Common- 
wealth Motors Company, a predecessor of the defendant corpora- 
tion, was a going concern in the manufacture of cars. It was at 
no time an operator of cars. An agreement was entered into be- 
tween these companies in March, 1921, under the terms of which 
the Commonwealth Company was to manufacture for the Chicago 
Company taxi-cabs with a checker border. It appears that this con- 
tract continued in operation until April, 1922, at which time another 
contract was entered into between the same companies with some 
changes in its terms and conditions which I shall refer to hereafter. 
Several weeks after the execution of this second contract, the Com- 
monwealth Company sold and assigned to the defendant (Delaware 
corporation) this contract and privileges thereunder, “together with 
all right to manufacture checker cabs and the business and good- 
will of the Commonwealth Company in connection therewith’. The 
Delaware Company took over certain unfinished contracts with pur- 
chasers who had left deposits with the Commonwealth Company. 
These deposits were handed over to the Delaware Company and the 
contracts were carried out, the cars manufactured and delivered by 
that company, which continued to manufacture and sell checker 
cabs. 

Prior to this time the Commonwealth Company and after this 
time the Delaware Company advertised their checker cabs exten- 
sively in trade journals and pamphlets and by agents in this city, 
identifying their cabs by the checker design or symbol now the 
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subject matter of this action. It is conceded that these advertise- 
ments were in the same trade journals as the advertisements of the 
plaintiff. The design and general ear-marks of the cabs seem to 
have been well known in the trade for some time prior to the be- 
ginning of 1922. 

It is conceded that no cabs with the claimed trade-mark on 
them were sold or delivered in New York State up to at least January, 
1922. The first sale claimed by defendant to have been made by 
it or its predecessor was to one Matthews on January 12, 1922. 
This car was delivered on March 2, 1922. There was conflict in 
the testimony as to whether or not Matthews was an agent of the 
defendant and whether or not the claimed sale was one upon which 
priority could be based. A careful review of the testimony con- 
vinces me that at the time of the sale Matthews was not an agent of 
the defendant. After the delivery the car was used for a time for 
demonstration purposes by one Weiss—an agent of the defendant— 
but he paid Matthews for such use. This car was duly licensed on 
April 1, 1922. 

Up to November, 1922, there were in operation in this city 
about 150 checker cabs which were manufactured and sold by the 
defendant. To all these cabs was affixed the claimed trade mark— 
a checker border of contrasting colors set around the tonneau of the 
ear and in the inside circle of two concentric circles on the doors. 
Also on the lamps and radiators. Each of these cabs had a name 
plate consisting of two concentric circles, the inner being checkered 
and the name plate bore the name “Checker Chicago.” 

It is well to note here that the defendants do not ask an in- 
junction against the use of the word “checker.” 

The first checker cab sold in New York by the plaintiff was to 
one Sweeney in November, 1922. The defendant began an injunc- 
tion action against Sweeney and a preliminary injunction was 
granted. Whether this decision was based upon the fact that at that 
time defendant had this trade-mark filed with the secretary of state 
and therefore was entitled to injunctive relief is problematical. In 

any event this certificate was canceled by the secretary of state 
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shortly afterwards, as was the one filed by the plaintiff. It is un- 
necessary to go into the steps followed by either party in the filing 
or cancellation of the certificates other than what is referred to here- 
inafter. 

Since the first sale in New York by the plaintiff it continued 
up to the time of the preliminary injunction herein to manufacture 
and sell a large number of cabs with this checker design. The plain- 
tiff concedes that its product is known as the “Yellow” and that it 
is willing to paint on its cars any combination of colors or markings 
that the purchaser may desire, including the checker design. 

The plaintiff contends that there is no priority in the defendant 
in the adoption and use of the claimed design because of the fact 
that a taxi company of Chicago had long since used it as its symbol 
and trade-mark in its service in that city. Further, that even in 
New York City there were prior users. 

The R. & W. Checker Cab Corporation was organized in this 
city in early March, 1922. It was not a manufacturing company, 
but an operating company, and succeeded to the business of the 
White Cab Company. Its first checker cab was licensed on March 
11, 1922. This car had a checker border running around the ton- 
neau. This design was easily distinguishable from that of the de- 
fendant. 

Later on in the year 1922 this company discontinued the use of 
the checker border. There is testimony that this discontinuance 
arose out of objection made to the use of the checkers by the de- 
fendant. The Ruth Company has not since used or claimed any 
right in the checker border. On the whole it would seem to me that 
Mr. Ruth had knowledge of the advertising campaign carried on by 
the defendant prior to March, 1922, and was familiar with the 
checker design, and apparently undertook its use at a time when he 
thought that there were no cars sold here with the design. In any 
event Mr. Ruth’s withdrawal tends to show that he claimed no 
vested right as against the defendant. 

It appears also that at this time a corporation had been organ- 
ized which was known as the Checker Taxi-cab Company. This is 
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one of the plaintiff's claimed instances of prior use. This was an 
operating company in the city and its cabs were of the Dodge make, 
radically different therefore from either the plaintiff's or defendant's 
‘ars. The bodies of the cars were white, with a series of inter- 
secting lines, the spaces between being of the same color. There 
were no checkers or contrasting colors whatsoever. After the com- 
mencement of this suit that company placed a band of checkers of 
contrasting colors around the tonneau of the cars, but this, of course, 
was a long time after the claimed adoption of the design as a trade- 
mark by the defendant. 

After a careful consideration of the evidence and exhibits and 
having in mind that the defendant is not raising any question as to 
the use of the word “checker,” I am unable to see where the defend- 
ant’s claims to priority are in any way weakened by any act of this 
company or of the Ruth corporation. 

It is well to remember that the instances cited by the plaintiff 
as to prior use of the checker symbol are all uses by operating com- 
panies and that there is no instance of a manufacturer having any 
prior use unless we consider these manufactured by the plaintiff. 
That company’s first sale in this state was not made until November, 
1922, by which time it is conceded the defendant had sold and 
delivered in this city a large number of its cars. The plaintiff was 
and is the leading manufacturer of cabs in the country. It has 
widely advertised its products as the “Yellow.” It has never ad- 
vertised a checker cab. It seems improbable that it would try to 
push upon the market a cab that might overshadow its own “Yellow” 
product. It does not seem that this plaintiff ever intended serious- 
ly to claim the symbol in question as a trade-mark. All the proba- 
bilities are opposed to such a conclusion. This is shown by the 
concession now given by the plaintiff that it has no exclusive use or 
claim to the design. 

An analysis of all the evidence before me shows that the de- 
fendant was first in the field in this state. 

If this defendant has ownership of the trade-mark in question, 
then the acts of the plaintiff in having the defendant’s registration 
with the secretary of state revoked and registering the trade-mark 
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as its own, in advertising it as its own, in selling the product as its 
own, must be considered competing unfairly with the defendant, as 
these acts tended to destroy the defendant’s reputation, good-will, 
success and earnings in this city and state. The testimony as to 
the conversations had by Zucken et al. just prior to plaintiff push- 
ing the checker cabs on the local market furnishes further proof 
of the plaintiff's unfair competition. In view of the testimony of 
the plaintiff’s officers and the concession that plaintiff has no ex- 
clusive right as claimed in the complaint, it is difficult to see why the 
plaintiff claimed the design in question as its trade-mark or why 
it filed the affidavits it did file with the secretary of state to acquire 
its registration. 

The evidence shows that there is no manufacturer now claim- 
ing this trade-mark as its own, except defendant. There is an 
operating company in Chicago that claims it, but its claim I believe 
to be limited to Chicago or, at most, to the State of Illinois. The 
Chicago company’s claim, to defeat that of the defendant, depends 
not on its trade-mark as an operating company in Chicago, but upon 
the rights in the contracts of March, 1921, and April, 1922, with 
the defendant’s predecessors. Do these contracts act as an estoppel 
against the defendant and, if not, may they be considered as evi- 
dence that the defendant’s predecessor never intended to claim the 
trade-mark as its own? 

The instrument of conveyance to the defendant (Delaware 
company) from the Commonwealth Motors of April, 1922, trans- 
ferred to the defendant this contract with the Chicago company 
of April, 1922, “‘and any and all rights and privileges granted there- 
under, together ‘with all rights to manufacture checker cabs and the 
business and good-will of the Commonwealth Motors Company in 
connection therewith.” This instrument, with the minutes of the 
corporation and the testimony of the attorney who drew up the 
papers and who was present at the directors’ meeting, show clearly 
that the Commonwealth company claimed the right to manufacture 
checker cabs independent of any contract with the Chicago com- 
pany. The Commonwealth company conveyed all its rights and 
privileges under the contract with the Chicago company, and in 
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addition the right to manufacture checker cabs and the good-will of 
the Commonwealth company business in connection therewith— 
therewith meaning in connection with the manufacture of checker 
cabs and not in connection with the Chicago company contract. This 
instrument of conveyance shows that the Commonwealth company 
as early at least as April, 1922, laid claim to the design. Some 
question was raised of lack of consent of all the stockholders of the 
Commonwealth company to this conveyance, but that question is 
collateral to this issue, and, further, not all the property of the 
Commonwealth company was sold. There is no doubt in my mind 
but that in so far as we are here concerned the Delaware company 
became seized of all rights to manufacture checker cabs which the 
Commonwealth company had. In any event the title may not be 
questioned here. 

As to this contract, the Chicago company could not grant or 
sell its trade-mark to a manufacturer by any such contract as here. 
It is true that trade-marks are salable, but with them must go the 
good-will of the business, the right to select or manufacture the 
article to which the former owner has been in the habit of affixing 
the trade-mark in use. Any other course would tend to mislead 
the public. There can be no title to a trade-mark apart from the 
good-will of the business in which it is used. An assignment with- 
out a transfer of the business is inconsistent with the theory upon 
which the value of a trade-mark depends and its appropriation by 
an individual or a company is permitted, and so by the contracts of 
1921 and 1922 the Chicago company could not be considered as 
having sold or assigned the use of its trade-mark to the defendant's 
predecessors. 

The defendant claims a common-law trade-mark and not one 
under any contract with the Chicago company. The defendant has 
advertised its product “Checker Cab,” and as such that product is 
known throughout the trade. It is improbable that the trade, at 
least in this state, in considering a checker cab ever identified it 
as in any way connected with the Chicago company, or ever thought 


of it in any other light than as the product of the defendant. In 
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Chicago circles there may be another view, but with that we are 
not interested. 

Nor are we interested in any rights or causes of actions the 
Chicago company may have against the defendant for any claimed 
breach of contract. Were the Chicago company suing in this state 
to restrain a manufacturer from making and selling a cab here, bas- 
ing its right on the claim that it had the design as its trade-mark 
in Illinois, it would be difficult for it to succeed. The Chicago com- 
pany registered in the State of Illinois what it claimed was a trade- 
mark. That company was not a manufacturer but an operator, and 
so its claimed trade-mark was in reality what, for a better name, 
we might call “an emblem or symbol of service.” Its name indi- 
cates operation and not manufacture and when and where known 
it was as a service company and not as a manufacturer. The public 
of Chicago, when it saw such cabs, thought only of service and 
not make. Its business was not known or advertised outside of 
Chicago. No one identified such a trade-mark as of a product, but 
only as an emblem of service. It was used on various makes of cars. 
It was not affixed to any one standard article of merchandise. 
Though it was registered in Illinois as a trade-mark and continued 
as such by the company, it was not a trade-mark in the true sense 
in which that expression is used and commonly known. Again, 
registration creates no right to a trade-mark, but may confer special 
protection. It is not conclusive on a third party. As stated above, 
a trade-mark is something used to indicate the origin or ownership 
of an article and only applicable to a vendible article of merchandise 
to which it is affixed. It identifies in the eyes of the purchasing 
public an article with its manufacturer. It is one of the visible medi- 
ums by which the good-will is identified, bought and sold and known 
to the public (Nims on Unfair Competition, 2d ed.). A single use, 
not casual, with circumstances indicating an attempt to continue 
that use, is sufficient—no definite period of use is required, and it 
is no answer to the infringement of a trade-mark that there is a 
failure to show that any person has been deceived by the similarity 


of the design. That is merely evidence of liability to deception 
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The possibility is enough to warrant an injunction (German-A meri- 
can Product Co. v. Heymsfeld, Inc., 170 App. Div. 416-423), and 
in the present case the plaintiff's president testified it was hard 
to distinguish the cabs of the different manufacturers unless “you 
look very closely.” 

The defendant’s use of the emblem is quite different from the 
use by the Chicago company. This defendant and its predecessors 
used this design to show the product, to show its origin, make and 
manufacture. 

Were we to disregard the difference between a manufacturer 
and an operator, yet the fact that the Chicago company may have 
a prior right to the mark in Illinois would not excuse the plaintiff 
in its appropriation to itself of a good-will created in this state 
by defendant’s advertising and its business activities. The plaintiff, 
however, was not seeking to protect any possible rights of the 
Chicago company, but rather to defeat any claim of the Chicago 
company and the defendant, or both. Whatever the rights of the 
Chicago company outside this state, they may not be determined 
here nor does this court attempt it (Potter-Wrightington Co. v. 
Ward Baking Co., 288 Fed. Rep. 597 [13 T. M. Rep. 305]). 
After the case had been closed, but before briefs were sub- 

mitted or argument had, a situation was presented to the court call- 
ing for an investigation, which resulted in the court committing 


three witnesses for perjury confessed by them in open court and 


two other witnesses for what seemed to this court to be bribery or 
subornation of perjury. Aside from the testimony given by these 
witnesses, I have reached the conclusion set forth herein. 

After a careful study of the evidence and exhibits and having 
in mind the concession of the plaintiff that it has no claim to the 
ownership of the trade-mark now in question, I find that the plain- 
tiff is in no way entitled to injunctive relief, and its complaint is 
| dismissed as against all defendants. On the other hand, I find the 
defendant Checker Cab Manufacturing Corporation has sustained its 
counterclaim; has shown priority of use in this state and unfair 


competition on the part of the plaintiff and is entitled to the relief 
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sought. As the other defendants were operating companies, ac- 
cording to the reasoning herein, they are not entitled to the injunc- 
tion. 

Submit judgment and findings accordingly. 


MANUSCRIPT DECISIONS OF THE COMMISSIONER OF 
PATENTS 


Abandonment 


Fennine, A. C.: In an interference involving the application 
for registration of the Allen Flour Company, of San Francisco, 
Calif., and a registration of Emil Braun, of Cincinnati, Ohio, where 
it was alleged that a prima facie case of abandonment of the mark 
by Braun had not been made out, held the interference should be 
maintained. The evidence of abandonment consisted of an abstract 
of title showing that there was no assignment of record in this office, 
a registered letter addressed to Braun at the address given in his ap- 
plication for registration returned by the Post Office Department as 
“Unclaimed,” and a statement in the usual form from a mercantile 
agency, showing that Braun was located at an address other than 
that given, that he had left the employ of the baking company of 
which he was superintendent and was doing experimental laboratory 
work for a tea and spice company. It was contended that the show- 
ing was not sufficient, since it was not under oath. 

In his decision the Assistant Commissioner said: 

“The abstract of title shows that Braun has not transferred the mark 
on the Patent Office records and therefore, as far as the office is concerned, 
we must assume prima facie that if the mark is still in use, it is used by 
Braun. Certainly no oath is necessary to fortify the certificate of the 
office on the abstract of title. 

“The returned letter by the Post Office is in the form with which the 
public is familiar and on its face is sufficient to indicate prima facie that 
Braun is not continuing business at the address given in his application. 
No oath is necessary to fortify the apparently official stamps of the Post 
Office Department. 


“The statement of the mercantile agency is in the usual form presented 
to business men and accepted by them. It is the sort of paper on which 
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a reasonably cautious individual might base his actions. It is of the char- 
acter which is usually and generally accepted on its face without affidavit, 
and it seems not unreasonable for the Patent Office to follow the course 
of business adopted generally by the world and accept such a statement 
for a prima facie showing. 

“The interference was declared over ten months ago and there are 
twenty papers in the interference file. I can find, however, no statement 
by Braun, or by his attorney, to the effect that Braun is still in business 
and employing the mark covered by registration No. 83,217.” 


Cancellation Proceeding 


Fennina, A. C.: Held that the registration of a trade-mark 
described as consisting of “the word ‘Palmer’ with an underscoring 
paraph, the same being in the handwriting of Solon Palmer the 
founder of the business,” should be cancelled, on the ground that 
the mark is merely a name and is not written in a particular or 
distinctive manner. It appears that in a prior suit between the 
same parties, the appellate division of the Supreme Court of New 
York held that Palmer was not entitled to an injunction prohibiting 
the Morgan Drug Co. from the use of the name “Palmer” in con- 
nection with the sale of its products. (Solon Palmer v. Morgan 
Drug Co., 188 N. Y. App. Div. 978.) 


In his decision the Assistant Commissioner said: 


“The case in the New York court clearly is not res adjudicata of the 
present issue, since the form of the mark was not there at issue, but merely 
the broad question of the right to use the word ‘Palmer.’ It is conceivable 
that the defendant in that case might have had the right to use the word 
‘Palmer’ in some form and that pending that case might properly have 
been enjoined from using ‘Palmer’ in a specific form, but that issue was 
not raised. 

“Petitioner for cancellation urges that there is no evidence here that 
the mark at issue consists of a signature. It is true that the statement ac- 
companying the registration indicates that the mark is in the ‘handwrit- 
ing’ of Palmer. The statute provides that registration shall be prima facie 
evidence of ownership, but I find nothing in the statute to indicate that a 
certificate of registration shall give prima facie validity to such a state- 
ment as that contained in the present registration. However, assuming 
that we are justified as taking proved as a fact that the mark registered 
is in the handwriting of Solon Palmer, there is no indication that it is the 
signature of Solon Palmer. The distinction is clearly brought out in ea 
parte Kellogg Toasted Corn Flake Company (117 Ms. Dec. 95 [5 T. M. 
Rep. 428]), where a so-called ‘emphasized signature’ was held not to be 


, . a 
signature, although it may have been in the handwriting of an individual. 


* Allen Flour Company v. Braun, November 6, 1923. 
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“In the present instance the word ‘Palmer’ is written in the most 
ordinary of clear legible script and on its face would seem to reasonably 
require some showing that it was the ordinary usual signature of an indi- 
vidual. (Citing decisions.) Every writing of his name by an individual 
is not his signature. It is clear then that the registration of the mark 
should be cancelled.” 

After referring to the decision of Rouss v. Winchester, 290 
Fed. Rep. 463 [13 T. M. Rep. 269], the Assistant Commissioner 
said: 

“Tf a court will treat such a registered mark in such a way, certainly 
the business of the present petitioner for cancellation will be damaged if its 
customers are shown registration No. 134,757, and told, as they may be, 
that their sale of goods produced by petitioner will be an infringement of 
the registered mark. I am unable to hold, therefore, as the registrant re- 


quests, that the petitioner is not damaged by the inclusion of the mark in 
issue on the register.’ 


Conflicting Marks 


FenninG, A. C.: Held that applicant was not entitled to 
register, as a trade-mark for children’s shoes made wholly of 
leather or fabric or combinations of both, a mark consisting of 
the picture of two children and the word “Buddies,” in view of 
the use by opposer of a mark consisting of the letter “B” 
within the center of which appear the letters “uddy,” and a mark 
consisting of a cross within which are the words “Top Notch 
Buddy,’ for men’s, women’s and children’s boots and shoes made 
partly or wholly of rubber, including shoes for general use, having 
heavy fabric uppers and heavy soles of rubber, as well as boots, 
rubbers and overshoes of rubber and fabric.’ 

The ground of this decision is that the goods of the respective 
parties are of the same descriptive properties and the marks are 
so similar that their contemporaneous use upon these goods would 
be liable to cause confusion in the mind of the public and deceive 
purchasers; and that the fact that the application in question 
was passed to publication after the registration of opposer of the 
mark consisting of the letter “B” and the letters “uddy” had been 


cited and applicant’s application amended, was not sufficient ground 


*The Morgan Drug Company of the City of Brooklyn v. Palmer, 
November 5, 1923. 
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for dismissing the opposition since this allowance of the Levy ap- 
plication was in an ea parte proceeding in which the Rubber Com- 
pany was not represented. 

With respect to the similarity of the marks, the Assistant Com- 
missioner said: 


“I have no doubt that the use by the two parties to this proceeding of 
their respective marks on similar goods will cause confusion in the trade. 
The mere fact that the Levy Co. has the picture of two children does not 
alter the fact that its mark includes the word ‘Buddies’ which is the mark 
used by the Rubber Company.” 


With respect to the similarity of the goods, he said: 


“The criterion for determining that the goods are of the same descrip- 
tive property has never been definitely determined, although there are a 
number of decisions of the Patent Office and of the courts which are help- 
ful and instructive in determining this question. Without reviewing spe- 
cific decisions or examining in detail the reasoning of them in this opinion, 
it is sufficient to say that any article has the same descriptive properties as 
another article when under the circumstances of manufacture and sale 
usually adopted and known to the public, the public will expect that the 
articles are all made or sold by a single individual if they bear the name 
or substantially the same mark. Thus, the court has held tea and coffee 
to be goods of the same descriptive properties, not because they look alike, 
taste alike, smell alike or are employed in exactly the same manner in pre- 
paring a beverage, or because they are employed for a beverage, but be- 
cause the public has been trained to expect to receive from the same source 
those two goods. 

“T am Satisfied that ‘shoes for general use having rubber fabric uppers 
and heavy soles of rubber’ might reasonably be expected to have the same 
source or origin as ‘shoes made wholly of leather or fabric or combina- 
tions composed of such materials.’ It is common knowledge that rubber 
soles or composition soles made by rubber companies are employed inter- 
changeably with leather soles. Certainly the goods of the parties to this 
opposition will be found side by side in the same shop and the ordinary 
public will be deceived if it finds similar marks on the two classes of goods, 
if indeed we can say that they are distinct classes.” 


With reference to the previous citation of the registered mark 
of the opposer, he said: 


“It is true that the Levy Co.’s application was passed to publication 
after the Rubber Company’s registered mark had been cited as a reference, 
and after the Levy Co. had amended its application in some respects and 
filed an argument to overcome the Rubber Company’s registration as a 
reference, but that is not sufficient to warrant dismissing the opposition, 
since that was an ex parte proceeding in which the Rubber Company did 
not have its day in court.’® . 


*The Beacon Falls Rubber Shoe Company v. F. Levy Shoe Co., Novem- 
ber 9, 1923. 
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Fennine, A. C.: Held that applicant was not entitled to reg- 
ister as a trade-mark for fibre rope a mark consisting of the word 
“Heart” followed by a conventional representation of a heart, in 
view of a prior registration of the India Rubber, Gutta Percha, 
and Telegraph Works Co., Ltd., of the word “Flexicord’”’  sur- 
rounded by a conventional representation of a heart, as a trade- 
mark for cordage, rope, twine and string, and also because the labels 
filed in the application indicate that the mark shown in the draw- 
ing is not the applicant’s trade-mark, or, at least, not its entire 


mark. 


With respect to the latter point, the Assistant Commissioner 
said: 

“The labels filed here carry an illustration of two hands untwisting a 
strand of rope to disclose a blue cord or thread at the center of the rope, 
an arrow leading to this blue cord carries the legend ‘This is our Trade- 
Mark.’ Below this illustration are the words Blue Heart in quotation 
marks, preceded by a conventional representation of a heart and followed 
by a conventional representation of a heart. The legend on the label tends 
to indicate that applicant’s trade-mark is not what is shown on the draw- 
ing presented here. Certainly, the portion of the wording on the label 
included in the drawing is not applicant’s entire mark, and it must there- 
fore be refused registration under the doctrine set out in the ‘Cedar’ case 
(ex parte, Channel Chemical Co., 293 O. G. 877 [12 T. M. Rep. 29]).’" 

Fennina, A. C.: Held in an opposition proceeding that the 
applicant was not entitled to register the word “Carolawn’’ with 
fanciful embellishments as a trade-mark for paper in view of the 
prior use by the opposer of a trade-mark for the same class of goods, 
consisting of the words “Kara Linen,’ with embellishments some- 
what different from those employed by the Highland Company, on 
the ground that the goods are of the same descriptive proper- 
ties and that the marks are so similar that their contem- 
poraneous use would be liable to cause confusion in the mind of the 
public and deceive purchasers, it being pointed out that “lawn” is 
a term applied to a certain kind of linen and that “Caro” and 
“Kara” are clearly idem sonans.® 

*Ex parte, The Hooven & Allison Company, November 12, 1923. 


* Eaton, Crane & Pike Company v. Highland Manufacturing Company, 
November 12, 1923. 
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Descriptive Marks 


Fennine, A. C.: Held that the applicant was not entitled 
to the registration of the word “Boudoir” as a trade-mark for 
manicure sets and that its certificate of Registration No. 133,010 
should be cancelled on the ground that the word “Boudoir,” as 
used by both parties is descriptive of the goods and not sus- 
ceptible of exclusive appropriation by any one. 

In his decision, after referring to an advertisement of the 
Northam Warren Corporation, reading as follows: 


“Cutex sets come in three sizes: The ‘Compact’ at 60 cents; the 
‘Traveling’ at $1.50, and the ‘Boudoir’ at $3.00 ;” 


the Assistant Commissioner said: 


“Clearly, the word is employed by registrant to indicate one of its 
sets. It is a reasonably appropriate term to apply to the largest set, since 
its use is particularly appropriate to a boudoir, just as a library table is 
appropriate to a library, or a kitchen cabinet to a kitchen. Registrant en- 
deavors to show that ‘Boudoir’ was an uncommon English name in 1914, 
when it alleges it began to use this mark. I am unable to so find. At any 
event, it was a well-known French word long prior to that time, and it is 
clearly established that the translation of a descriptive term cannot be reg- 
istered merely because it is in a foreign language. 

“The Lustrite Corporation shows damage from the registration by a 
suit brought against it by registrant for its use of the term ‘Boudoir’ 
in a descriptive manner.” 


Kinnan, F. A. C.: Held that the applicant was not entitled 
to register as a trade-mark, for plush or pile fabric robes for car- 
riage, motor, and other purposes, the words “Made like the Coats 
of Animals that Revel in Extreme Cold.” The ground of this de- 
cision is that the words above quoted constitute a descriptive ad- 
vertising slogan and not a trade-mark by which the goods could be 
identified. 

With reference to the question of descriptiveness, the First As- 
sistant Commissioner said: 

“It must be deemed a fair inference the words ‘made like the coats 


of animals’ mean, made to look or have the quality or appearance of the 
coats of animals and that this meaning would be that given by the pur- 


°*The Lustrite Corporation v. Northam Warren Corporation, Novem- 
ber 23, 1923. 
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chasing public, because everyone would know the mechanical process of 
making the plush or pile fabric robes could have no semblance to nature’s 
process of producing the coats of animals. The phrase, then, is clearly 
descriptive of the goods or, if not, is deceptive because it tells purchasers 
that these robes are made so as to be like the coats of a certain class of 
animals. Other manufacturers or owners of goods of the class here in- 
volved should not be prevented from telling customers their goods are made 
so as to possess qualities or the appearance of the coats of those animals 
who enjoy extreme cold. The distinctiveness and individuality required by 
the law for a proper trade-mark must reside in something which others 
have not the right to use, and in something which the purchasing public 
will readily recognize as marking the particular goods to which they are 
applied and distinguishing them from others of the same class.” 

With respect to the question whether the phrase constituted 
a real trade-mark, the First Assistant Commissioner, after noting 
that the applicant had submitted a list of so-called slogans which 
had been registered, said: 

“No general rule can be laid down as to the number of words which 
mark the limit of a phrase which may constitute a good trade-mark, and 
no rule is necessary. Each case must be decided in view of the particular 
circumstances disclosed. This phrase here sought to be registered does not 
possess, as I view it, that somewhat intangible quality of a short, catchy 
slogan, which is found in those that have been heretofore regarded as 
proper trade-marks. It does not, in my judgment, suggest origin or 
ownership of the article to which it is attached or applied, or distinguish 
the article from like things made by others.” 


Partial Use 


FenninG, A. C.: In an opposition proceeding it was held that 
applicant was not entitled to registration of the mark shown in its 
application, as applied to “alimentary paste products”, which it 
appeared is a recognized term for such goods, as macaroni, spa- 
ghetti, etc. on the ground that, while registration was sought for the 
trade-mark as applied to certain goods other than alimentary paste 
products, the testimony offered on behalf of the applicant in the 
opposition proceeding showed that the applicant did not begin to 
use the mark on alimentary paste products until after the applica- 
tion was filed. 

After referring to the testimony as to the date of use of the 
mark on alimentary paste products, the Assistant Commissioner 


said: 


"Ex parte, Sanford Mills, November 26, 1923. 
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“Clearly, under these circumstances, applicant is not entitled to regis- 
tration, since it admits that it had no use of the goods prior to filing the 
application. Opposer applies its mark only to alimentary paste products 
and raises no objection to registration to applicant for the other goods set 
out in the application. Opposer does, however, urge that applicant cannot 
obtain registration for alimentary paste products since its use was only 
subsequent to the application for registration.” 


Part of Corporate Name 


Kinnan, F. A. C.: In an opposition it was held that appli- 
cant was not entitled to register, as a trade-mark for self-rising 
wheat flour, a mark consisting of the words “Pussy Willow” accom- 
panied by some sprays of pussy willow, on the ground that the 
registration of this mark is forbidden by Section 5 of the Trade- 
Mark Act as interpreted by the Court of Appeals of the District 

of Columbia, since it is the essential part of the name of the Pussy 
| Willow Company, Inc., of New York, and the Patent Office feels 
bound by the decision of the Court of Appeals, irrespective of 
whether the applicant for registration agrees with that decision, or 


not.” 


Fennine, A. C.: In an opposition proceeding held that the 
Lackawanna Foundry Company, of Dickson, Pa., was not en- 
titled to register, under the provisions of the Act of March 19, 
1920, the word “American” as a trade-mark for stoves, and that 
its Registration No. 152,606 should be cancelled on the ground 
that the opposer, American Stove Company, has been well known 
in the market as a manufacturer of stoves for twenty years, long 
before the Lackawanna Foundry Company began to use the mark, 
and that the public seeing a stove bearing the word “American” 
would be led to assume that it originated with the American Stove 
Company. 

It appeared that the American Stove Company has six fac- 
tories in which its stoves are manufactured, located in different 
places, and at each factory a different stove is made, bearing a 

°C. F. Mueller Company v. H. Kellogg & Sons, November 30, 1923. 


* Pussy Willow Company, Inc. v. Bernet Craft & Kauffman Milling 
Co., November 5, 1923. 
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distinct trade-mark; that the plant at Lorain, for example, was 
known as the “National Stove Company Div.,’ and that the labels 
placed on the stoves there manufactured bear the words “Na- 
tional” Stove Company Div. of American Stove Company, Lorain, 
Ohio.” 

After stating the facts as above, the Assistant Commissioner 
said: 


“The American Stove Company has put in evidence advertisements, 
somé of which display the name of the division more prominently than the 
name of the company. It is substantially admitted that ‘American’ is not 
the trade-mark of the American Stove Company. It is clear, however, that 
it is not necessary for a petitioner for cancellation to have had a trade- 
mark use of the registered trade-mark. This is established by a very re- 
cent _ decided by the gry of Appeals of the District of Columbia, 
The Touraine Company v. F. B. Washburn & Co., 286 Fed. Rep., 1920; 309 
O. G. 676 [13 T. M. Rep. San In that case the court dismissed a notice 
of opposition on the ground that opposer had shown no probable damage. 
Likewise, the present cancellation proceedings should be dismissed unless 
the American Stove Company has shown probable damage. 

“It appears that the American Company has been well known in the 
market as a manufacturer of stoves for twenty years. It seems probable 
that the public seeing a stove bearing the word ‘American’ would be led 
to assume that it originated with the American Stove Company. It is 
probable, therefore, that a stove made by the Lackawanna Company bear- 
ing the mark ‘American’ will damage the American Company by being 
purchased as its product. The petition for cancellation should therefore 
be sustained.” 


With respect to the contention that the mark was not regis- 
trable because the word “American” was a portion of the name 
“American Stove Company,” the Assistant Commissioner said: 

“If the facts were properly pleaded and raised here it would be in- 
significant that the word ‘American’ is a portion of the name of petitioner 
for cancellation, since the Act of 1920 does not exclude from the registry 
marks which are merely the name of an individual, as does the Act of 
1905. 

Kinnan, F. A. C.: Held that applicant was not entitled to 
register the word “President” as a trade-mark for men’s drawers, 
union suits, undershirts, men’s negligee and work shirts on 
the ground that the mark is a part of the corporate name of the 
opposer, the President Suspender Co., and under the interpreta- 


* American Stove Company v. Lackawanna Foundry Company, No- 
vember 17, 1923. 
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tion placed upon the trade-mark law by the Court of Appeals of the 
District of Columbia, the applicant was not entitled to register this 
mark. 

With respect to this question, the First Assistant Commissioner 


said: 


“Regarding the matter of the opposer’s corporate name, it may be 
deemed settled law for this Office that an applicant is not entitled to regis- 
ter a mark which consists merely in the corporate name or the principal 
word of a corporate name, whether the corporation deals in the same or a 
totally different class of goods from that upon which the applicant uses the 
mark. The holding in the case of the Asbestone Company vy. The Philip 
Carey Manufacturing Co., 200 O. G. 857, 41 App. D. C. 507 [4 T. M. Rep. 
161] and subsequent cases decided by this same Court, including that of 
the Simplex Electric Heating Co. v. The Ramey Co., 243 O. G., 793; 46 
App. D. C. 400 [7 T. M. Rep. 266], and In re American Steel Foundries, 
264 O. G. 354; 49 App. D. C. 16 [9 T. M. Rep. 364], are conclusive for 
this Office as to this point of the law.” 


The First Assistant Commissioner also held that while the 
right of a user of a trade-mark to continue that use could not be 
taken away by a subsequent incorporation of a company whose 
corporate name included that trade-mark, the right of registration 
could be, and in reference to this question said: 


“In the case of the Howard Co. v. Baldwin Co., 48 App. D. C. 437 [6 
T. M. Rep. 535], it would seem the Court, after disposing of the point that 
the name ‘Howard’ was not one which could properly be registered as a 
trade-mark because it was a surname in common use, stated that the stat- 
ute ‘requires that the registrant must be entitled to the use of the mark 
at the date of his application for registration thereof.’ Since the court 
found that the Baldwin Company, whose registration the Howard Company 
was seeking to have cancelled, had used the mark long before the Howard 
Company was incorporated, the inference seems plain enough that the court 
regarded the statute (Section 5 b, of the Act of Feb. 20, 1905) as prohibit- 
ing the registration of a mark if at the date of the application for registra- 
tion such mark consisted merely of the name of a corporation then existing, 
irrespective of when the applicant acquired his common-law right by adop- 
tion and use.” 


In this case it was urged that the goods on which the opposer 
used its trade-mark, namely, suspenders, were of different descrip- 
tive properties from those upon which the applicant used its mark 


and, therefore, applicant was entitled to registration. After point- 


ing out that an applicant could not register a mark consisting of 


488 THIRTEEN TRADE-MARK REPORTER 


the corporate name of another whether the goods used by the two 


parties were of the same descriptive properties or not, the First 
Assistant Commissioner, with respect to the question of the similar- 
ity of the goods, said: 


“It is not always easy to determine whether or not different articles 
belong to the same class, or have the same descriptive properties within 
the meaning of the statute. The test is not merely the liability of a mis- 
take of use or purchase of one article for the other, but extends to a con- 
sideration of whether a purchaser familiar with one article and its source 
of manufacture would be likely to believe in purchasing the other article, 
he was purchasing an article which was the product of a manufacturer or 
dealer in the other kind of goods.” 


And then, after referring to a number of cases on this ques- 
tion, he said: 


“Applying the doctrine of these adjudicated cases to the goods here 
involved, I am unable to hold that they belong to the same general class or 
that suspenders and men’s shirts and underwear are goods having the same 
descriptive properties within the meaning of the trade-mark act.”™ 


4 President Suspender Co. v. Oppenheim, Oberndorf & Co., Inc., No- 
vember 28, 1923. 
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